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DETAILED ACTION 

Priority 

1. " Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers 
have been placed of record in the file. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3-4, 10, 14, 15, 17, and 19-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Alperovich et al. (hereinafter "Alperovich"; Patent No.: 6,101,393). 

Regarding claim 1, Alperovich discloses a method of controlling delivery of text 
messages to a subscriber in a telecommunications services apparatus (Abstract), the method 
comprising the steps of the subscriber (Fig. 2, reference numeral 22) making a selection as to a 
mode of delivery that the subscriber requires for one of (i) a future text message and (ii) a 
category of future text messages (Abstract; col. 1, lines 55-57; col. 2, lines 19-23), the 
subscriber's requested selection being implemented by a message processing means which is part 
of the home network with which the subscriber's mobile telephone is normally associated (Fig. 2, 
reference numeral 200; col. 1, line 63 through col. 2, line 19), the arrangement being such that 
any text messages intended by the sender to be delivered to the said subscriber, as intended 
receiver thereof, are directed to the message processing means which then implements the 
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delivery mode previously selected by the subscriber (Fig. 2; col. 3, lines 24-66; col. 4, lines 23- 
36). 

Regarding claim 3, Alperovich discloses the method of claim 1 (see above) in which a 
routing query from another network, made in response to a request from a user associated with 
said another network, is arranged to be intercepted by a signal processing means provided in said 
home network (Fig. 2, reference numeral 40; col. 3, lines 24-66; specially lines 45-49), said 
signal processing means then responding to the routing query on behalf of a HLR (home location 
register) of the home network to provide a modified address which causes the text message from 
said another network to be directed to said message processing means for implementation of said 
delivery mode (col. 3, lines 50-66). 

Regarding claim 4, Alperovich discloses the method of claim 3 (see above) in which the 
signal processing means is an SMS router (Fig. 2, reference numeral 40). 

Regarding claim 10, Alperovich discloses the method of claim 1 (see above) in which 
one of the delivery modes which is available is a mode providing special handling of some 
messages according to originator number (col. 1, lines 55-57; col. 1, line 63 through col. 2, line 
9). 

Regarding claim 14, Alperovich discloses the method of claim 1 (see above) in which the 
subscriber makes the selection by a USSD command (Abstract). 

Regarding claim 15, Alperovich discloses the method of claim 1 (see above) in which the 
subscriber makes the selection by an SMS (from col. 5, line 67 through col. 6, line 6). 

Regarding claim 17, Alperovich discloses a telecommunications services apparatus 
comprising a message processing means (Fig. 2, reference numeral 200) that is capable of storing 
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a selection of at least one selectable mode of delivery of a text message made by a subscriber to a 
network incorporating the message processing means (col. 2, lines 3-23) and to implement at 
least one previously selected mode of delivery on receipt by the message processing means of a 
text message, intended for receipt by said subscriber, by forwarding the message to at least one 
delivery path of the message processing means (col. 2, lines 3-23; Fig. 5; col. 5, lines 22-50). 

Regarding claim 19, Alperovich discloses a telecommunications network provided with 
apparatus as claimed in claim 17 (see above) and comprising a HLR (home location register) 
(Fig. 2, reference numeral 26) and a signal processing means (Fig. 2, reference numeral 40), said 
signal processing means being configured in association with the HLR to intercept routing 
queries sent to the HLR of said network from another network (Fig. 2), for receiving a text 
message from such another network (Fig. 2; col. 3, lines 15-66), to communicate with the HLR 
but to provide a modified address which will cause the text message from said another network 
to be sent to the message processing means which will then effect delivery in accordance with at 
least one previously selected mode of delivery (Fig. 2; col. 3, lines 45-66). 

Regarding claim 20, Alperovich discloses a telecommunications network as claimed in 
claim 19 (see above) in which the signal processing means is an SMS router (Fig. 2, reference 
numeral 40). 

Claim Rejections - 35 USC §103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 2, 5, 8, 9, 1 1-12, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alperovich in view of Astrom et al. (hereinafter "Astrom"; Patent No.: 6,108,559). 

Regarding claim 2, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which the message processing means is an SMS router. 

However, Astrom, in the same field of endeavor, discloses in which the message 
processing means is an SMS router (col. 6, lines 4-7 and 27-35; note the SCP). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to use the message processing means of Alperovich as an SMS router as 
suggested by Astrom. 
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One of ordinary skill in this art would have been motivated to use the message processing 
means as an SMS router because it would have the responsibility to determine how the messages 
shall be routed (Astrom: col. 6, lines 4-7). 

Regarding claim 5, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing a 
delayed message delivery during selected hours of the day. 

However, Astrom, in the same field of endeavor, discloses in which one of the delivery 
modes which is available is a mode providing a delayed message delivery during selected hours 
of the day (col. 3, lines 49-53; note the scheduled delivery of the message). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide a delayed message delivery during selected hours of the day in 
the delivery modes of Alperovich as suggested by Astrom. 

One of ordinary skill in this art would have been motivated to provide a delayed message 
delivery during selected hours of the day in the delivery modes because it would allow the 
recipient to receive the message when he/she is available or less occupied. 

Regarding claim 8, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
diversion of messages on a time of day basis. 

However, Astrom, in the same field of endeavor, discloses in which one of the delivery 
modes which is available is a mode providing diversion of messages on a time of day basis (col. 
3, lines 49-53; note the scheduled delivery of the message). 
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Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide diversion of messages on a time of day basis in the delivery 
modes of Alperovich as suggested by Astrom. 

One of ordinary skill in this art would have been motivated to provide diversion of 
messages on a time of day basis in the delivery modes because it would allow the recipient to 
receive the message when he/she is available or less occupied. 

Regarding claim 9, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
conversion of messages to voice for delivery in a voice call. 

However, Astrom, in the same field of endeavor, discloses in which one of the delivery 
modes which is available is a mode providing conversion of messages to voice for delivery in a 
voice call (col. 3, lines 49-53; note the media conversion). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide conversion of messages to voice for delivery in a voice call in 
one of the delivery modes of Alperovich as suggested by Astrom. 

One of ordinary skill in this art would have been motivated to provide conversion of 
messages to voice for delivery in a voice call in one of the delivery modes because it can be used 
to audibly notify the recipient. 

Regarding claim 11, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
filtering of messages by address information or content. 
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However, Astrom, in the same field of endeavor, discloses in which one of the delivery 
modes which is available is a mode providing filtering of messages by address information or 
content (col. 3, lines 53-55). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide filtering of messages by address information or content call in 
one of the delivery modes of Alperovich as suggested by Astrom. 

One of ordinary skill in this art would have been motivated to provide filtering of 
messages by address information or content call in one of the delivery modes because it would 
screen out annoying advertisements (Astrom: col. 3, lines 53-55). 

Regarding claim 12, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
delivery by fax. 

However, Astrom, in the same field of endeavor, discloses in which one of the delivery 
modes which is available is a mode providing delivery by fax (col 2, lines 18-23). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide delivery by fax in one of the delivery modes of Alperovich as 
suggested by Astrom. 

One of ordinary skill in this art would have been motivated to provide delivery by fax in 
one of the delivery modes because it would convert the message to a desired delivery media 
(Astrom: col. 2, lines 18-23). 

Regarding claim 18, Alperovich discloses the method of claim 17 (see above). 
Alperovich fails to disclose in which the message processing means is an SMS router. 
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However, Astrom, in the same field of endeavor, discloses in which the message 
processing means is an SMS router (col. 6, lines 4-7 and 27-35; note the SCP). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to use the message processing means of Alperovich as an SMS router as 
suggested by Astrom. 

One of ordinary skill in this art would have been motivated to use the message processing 
means as an SMS router because it would have the responsibility to determine how the messages 
shall be routed (Astrom: col. 6, lines 4-7). 

8. Claims 6-7, 9, 12-13, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alperovich in view of Skladman et al. (hereinafter "Skladman"; Pub. No.: US 
2003/0012348). 

Regarding claim 6, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
diversion of text messages to fixed line when the subscriber is in a home cell. 

However, Skladman discloses in which one of the delivery modes which is available is a 
mode providing diversion of text messages to fixed line when the subscriber is in a home cell 
(pages 3-4; paragraph [0044]). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide diversion of text messages to fixed line when the subscriber is 
in a home cell in one of the delivery modes of Alperovich as suggested by Skladman. 

One of ordinary skill in this art would have been motivated to provide diversion of text 
messages to fixed line when the subscriber is in a home cell in one of the delivery modes because 
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it can be delivered over any or all of the available communication networks, depending on the 
preferences of the respective users (Skladman: page 4, paragraph [0048]). 

Regarding claim 7, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
diversion of messages to an alternative mobile number. 

However, Skladman discloses in which one of the delivery modes which is available is a 
mode providing diversion of messages to an alternative mobile number (pages 3-4; paragraph 
[0044]). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide diversion of messages to an alternative mobile number in one 
of the delivery modes of Alperovich as suggested by Skladman. 

One of ordinary skill in this art would have been motivated to provide diversion of 
messages to an alternative mobile number in one of the delivery modes because it can be 
delivered over any or all of the available communication networks, depending on the preferences 
of the respective users (Skladman: page 4, paragraph [0048]). 

Regarding claim 9, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
conversion of messages to voice for delivery in a voice call. 

However, Skladman discloses in which one of the delivery modes which is available is a 
mode providing conversion of messages to voice for delivery in a voice call (page 4, paragraphs 
[0053]-[0055]). 
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Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide conversion of messages to voice for delivery in a voice call of 
Alperovich as suggested by Skladman. 

One of ordinary skill in this art would have been motivated to provide conversion of 
messages to voice for delivery in a voice call because it can be used to audibly notify the 
recipient (Skladman: page 4, paragraph [0055]). 

Regarding claim 12, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
delivery by fax. 

However, Skladman discloses in which one of the delivery modes which is available is a 
mode providing delivery by fax (pages 4-5; paragraph [0055]). 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide delivery by fax in one of the delivery modes of Alperovich as 
suggested by Skladman. 

One of ordinary skill in this art would have been motivated to provide delivery by fax in 
one of the delivery modes because it would convert the message to a desired delivery media. 

Regarding claim 13, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which one of the delivery modes which is available is a mode providing 
delivery by e-mail. 

However, Skladman discloses in which one of the delivery modes which is available is a 
mode providing delivery by e-mail (pages 3-4; paragraph [0044]; pages 4-5; paragraph [0055]). 
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Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to provide delivery by e-mail in one of the delivery modes of Alperovich 
as suggested by Skladman. 

One of ordinary skill in this art would have been motivated to provide delivery by e-mail 
in one of the delivery modes because it would allow the recipient to view the message wherever 
Internet is available. 

Regarding claim 16, Alperovich discloses the method of claim 1 (see above). Alperovich 
fails to disclose in which the subscriber makes the selection by means of an interactive voice 
call. 

However, Skladman discloses in which the subscriber makes the selection by means of an 
interactive voice call (pages 5-6, paragraph [0063]), 

Therefore, it would have been obvious to one of ordinary skill in this art at the time of 
invention by applicant to make the selection of Alperovich by means of an interactive voice call 
as suggested by Skladman. 

One of ordinary skill in this art would have been motivated to make the selection by 
means of an interactive voice call because it would permit the user to enter the information, 
preferences and selections in a simple and efficient manner available wherever a telephone is 
present. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Pepe et al. (WO 97/33421) discloses a network subscriber with the ability to control 
the receipt and delivery of wireless and wireline voice and text messages; Calatrava-Requena et 
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al. (Patent No.: 6,748,229) discloses transmission of short messages between networks based on 
different standards; Pyhalammi et al. (Pub. No.: US 2003/0045273) discloses a user selection of 
class of delivery; and Kransmo et al. (Pub. No: US 2003/0016639) discloses translation of SMS 
messages to e-mail messages. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marivelisse Santiago-Cordero whose telephone number is (571) 
272-7839. The examiner can normally be reached on Monday through Friday from 7:30am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (571) 272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 
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